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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Asada et al. (U.S. Patent 5,584,475). 

Regarding claim 1, Asada et al. teaches an for transporting sheets into a fixed image 
reading position, comprising: 

a drive roller, 4; and 

a pad having a lower layer, 45, made of a flexible material, see column 5, line 49 through 
column 6, line 24, and an upper layer, 26, provided on the lower layer and made of rigid material 
in the form of film with a kinetic friction coefficient of 0.2 or less, see column 5, lines 53-56, the 
pad being biased to the drive roller so that the upper layer contacts a peripheral surface of the 
drive roller to form a nipping region between the drive roller and the pad by a compressive 
deformation of the flexible lower layer of the pad, see figures 4 and 6. 

Asada et al. does not specifically teach that the kinetic coefficient of friction of the upper 
layer is .2 or less, however Asada et al. does teach a low coefficient of friction for the upper 
layer, 26. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide an upper layer in the apparatus taught by Asada et al. with a 
coefficient of friction of .02 or less, since it has been held that where the general conditions of a 
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claim are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Alter, 105 USPQ 233. 

Regarding claim 2, Asada et al. teach a flexible lower layer, 45, however Asada et al. 
does not teach that the lower layer has a compressive residual strain of 10% or less. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
provide a lower layer in the apparatus taught by Asada et al. with a compressive residual strain of 
10% or less, since it has been held that where the general conditions of a claim are disclosed in 
the prior art, discovering the optimum or workable ranges involves only routine skill in the art. 
In re Alter, 105 USPQ 233. 

Regarding claim 6, Asada et al. teaches that the pad is biased toward the drive roller by a 
spring, 40. 

Regarding claim 7, Asada et al. teaches an apparatus for transporting sheets into a fixed 
image reading position, comprising: 
a drive roller, 4; 

a pad having a rigid backup portion, 5, a lower layer, 45, made of a flexible material and 
an upper layer, 26, provided on the lower layer and made of rigid material in the form of film 
with a kinetic friction coefficient of 0.2 or less; 

and a spring, 40, which biases the pad to the drive roller so that the upper layer contacts a 
peripheral surface of the drive roller to form a nipping region between the drive roller and the 
pad by a compressive deformation of the flexible lower layer of the pad. 

Asada et al. does not specifically teach that the kinetic coefficient of friction of the upper 
layer is .2 or less, however Asada et al. does teach a low coefficient of friction for the upper 
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layer, 26. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide an upper layer in the apparatus taught by Asada et al. with a 
coefficient of friction of .02 or less, since it has been held that where the general conditions of a 
claim are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Alter, 105 USPQ 233. 

Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Asada et al. in 
view of Nakamura et al. 

Regarding claim 3, Asada et al. teaches all the features of the claimed invention except 
for the feature that the upper layer of the pad is made of an electrically conductive material, but 
Nakamure et al. does teach this feature. Nakamura et al. teaches a separation pad with an upper 
layer, 33g, made of en electrically conductive material, see figure 29 and column 8, line 4+, for 
the purpose of converting a change in thickness of an original into an electrical signal, for the 
purpose of detecting a multi-pick, see abstract. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use electrically conductive material in the 
apparatus of Asada et al. as taught by Nakamura et al. for the purpose of converting a change in 
thickness of an original into an electrical signal, for the purpose of detecting a multi-pick. 

Regarding claim 4, Asada et al. teaches all the features of the claimed invention except 
for the feature that the lower layer of the pad is made of an electrically conductive material, but 
Nakamure et al. does teach this feature. Nakamura et al. teaches a separation pad with a lower 
layer, 33a, made of en electrically conductive material, see figure 29 and column 8, line 4+, for 
the purpose of converting a change in thickness of an original into an electrical signal, for the 
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purpose of detecting a multi-pick, see abstract. It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use electrically conductive material in the 
apparatus of Asada et al. as taught by Nakamura et al. for the purpose of converting a change in 
thickness of an original into an electrical signal, for the purpose of detecting a multi-pick. 

Regarding claim 5, Asada et al. teaches all the features of the claimed invention except 
the feature wherein an electrostatic charge generated by a contact the upper layer with the sheet 
is discharged through the lower layer, but Nakamura et al. does teach this feature, see column 8, 
lines 4+, for the purpose of converting a change in thickness of an original into an electrical 
signal, for the purpose of detecting a multi-pick, see abstract. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made % to use electrically conductive 
material in the apparatus of Asada et al. as taught by Nakamura et al. for the purpose of 
converting a change in thickness of an original into an electrical signal, for the purpose of 
detecting a multi-pick. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kaitlin S. Joerger whose telephone number is 571-272-6938. The 
examiner can normally be reached on Monday - Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Mackey can be reached on 571-272-6916. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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